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DETAILED ACTION 

1 . This office action is in response to the application filed on 1 5 December 2005, 
the preliminary amendment filed on 15 December 2005, and the Information Disclosure 
Statement filed on 15 December 2005. 

This office action is made Non-Final. 

2. Claims 1-13 are pending. Claim 1 and 10 are independent claims. 

Priority 

3. It is noted that this application appears to claim subject matter disclosed in prior 
Application No. 60/483481 , filed 27 June 2003 and 60/483808 filed on 30 June 2003. A 
reference to the prior application must be inserted as the first sentence(s) of the 
specification of this application or in an application data sheet (37 CFR 1.76), if 
applicant intends to rely on the filing date of the prior application under 35 U.S.C. 
119(e), 120, 121, or 365(c). See 37 CFR 1.78(a). For benefit claims under 35 U.S.C. 
120, 121, or 365(c), the reference must include the relationship (i.e., confinuafion, 
divisional, or continuation-in-part) of all nonprovisional applications. If the application is 
a utility or plant applicafion filed under 35 U.S.C. 1 1 1(a) on or after November 29, 2000. 
the specific reference to the prior application must be submitted during the pendency of 
the application and within the later of four months from the actual filing date of the 
application or sixteen months from the filing date of the prior application. If the 
application is a utility or plant application which entered the national stage from an 
international application filed on or after November 29, 2000, after compliance with 35 
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U.S.C. 371, the specific reference must be submitted during the pendency of the 
application and within the later of four months from the date on which the national stage 
commenced under 35 U.S.C. 371(b) or (f) or sixteen months from the filing date of the 
prior application. See 37 CFR 1 .78(a)(2)(ii) and (a)(5)(ii). This time period is not 
extendable and a failure to submit the reference required by 35 U.S.C. 1 19(e) and/or 
120, where applicable, within this time period is considered a waiver of any benefit of 
such prior application(s) under 35 U.S.C. 119(e), 120, 121 and 365(c). A benefit claim 
filed after the required time period may be accepted if it is accompanied by a grantable 
petition to accept an unintentionally delayed benefit claim under 35 U.S.C. 1 19(e), 120, 
121 and 365(c). The petition must be accompanied by (1) the reference required by 35 
U.S.C. 120 or 119(e) and 37 CFR 1.78(a)(2) or (a)(5) to the prior application (unless 
previously submitted), (2) a surcharge under 37 CFR 1.17(t), and (3) a statement that 
the entire delay between the date the claim was due under 37 CFR 1 .78(a)(2) or (a)(5) 
and the date the claim was filed was unintentional. The Director may require additional 
information where there is a question whether the delay was unintentional. The petition 
should be addressed to: Mail Stop Petition, Commissioner for Patents, P.O. Box 1450, 
Alexandria, Virginia 22313-1450. 

If the reference to the prior application was previously submitted within the time 
period set forth in 37 CFR 1 .78(a), but not in the first sentence(s) of the specification or 
an application data sheet (ADS) as required by 37 CFR 1.78(a) (e.g., if the reference 
was submitted in an oath or declaration or the application transmittal letter), and the 
information concerning the benefit claim was recognized by the Office as shown by its 
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Inclusion on the first filing receipt, the petition under 37 CFR 1.78(a) and the surcharge 
under 37 CFR 1.1 7(t) are not required. Applicant is still required to submit the reference 
in compliance with 37 CFR 1 .78(a) by filing an amendment to the first sentence(s) of the 
specification or an ADS. See MPEP § 201 .1 1 . 

Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d). 

Infonnation Disclosure Statement 

4. The information disclosure statement filed 1 5 December 2005 fails to comply with 
the provisions of 37 CFR 1 .97. 1 .98 and MPEP § 609 because reference AA fails to 
meet the requirements of 37 CFR 1 .98 stating that "Each U.S. patent application 
publication listed in an information disclosure statement shall be identified by applicant, 
patent application publication number, and publication date." In addition, the statement 
of the ISR and Written Opinion submitted fails to meet the requirements of 37 CFR 1 .98 
statting "A list of all patents, publications, applications, or other information submitted for 
consideration by the Office. U.S. patents and U.S. patent application publications must 
be listed in a section separately from citations of other documents" and "each 
publication listed in an information disclosure statement must be identified by publisher, 
author (if any), title, relevant pages of the publication, date, and place of publication." It 
has been placed in the application file, but the information referred to therein has not 
been considered as to the merits. Applicant is advised that the date of any re- 
submission of any item of information contained in this information disclosure statement 
or the submission of any missing element(s) will be the date of submission for purposes 
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of determining compliance witfi the requirements based on tlie time of filing the 
statement, including all certification requirements for statements under 37 CFR 1.97(e). 
See MPEP § 609.05(a). 

Drawings 

5. The drawings were received on 15 December 2005. These drawings are 
accepted. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

7. Claims 1-13 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

8. Claim 1 recites the limitation "translates content" In lines 3-4. Examiner is unsure 
if this "content" is a new element or depending of the content... introduced in line 2. 
Thus, there is insufficient antecedent basis for this limitation in the claim. 

9. Claim 1 recites the limitation "translation function" in lines 4-5. Examiner is 
unsure if this "translation function" is a new element or depending of the content... 
introduced in line 3. Thus, there is insufficient antecedent basis for this limitation in the 
claim. 

10. Claim 1 recites the limitation "production content" in line 6. Examiner is unsure if 
this "production content" is a new element or depending of the content... introduced in 
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line 4. Thus, there is insufficient antecedent basis for this limitation in the claim. 

1 1 . Claim 7 recites the limitation "the screen comprised by the end-user device" in 
lines 2-3. There is insufficient antecedent basis for this limitation in the claim. 

1 2. Claim 1 0 recites the limitation "the output of translation function" In lines 2-3. 
There is insufficient antecedent basis for this limitation in the claim. 

13. Claim 10 recites the limitation "translation function" in lines 2-3. Examiner is 
unsure if this "translation function" is a new element or depending of the content... 
introduced in line 3 of claim 1 . Thus, there is insufficient antecedent basis for this 
limitation in the claim. 

14. Claim 1 0 recites the limitation "characteristics of an end-user device type" in lines 
4-5. Examiner is unsure if this "characteristics of an end-user device type" is a new 
element or depending of the content... introduced in lines 5-6 of claim 1. Thus, there is 
insufficient antecedent basis for this limitation in the claim. 

1 5. Claim 1 0 recites the limitation "preview content" in lines 6-7. Examiner is unsure 
if this "preview contenf is a new element or depending of the content... Introduced in 
lirie 5. Thus, there is insufficient antecedent basis for this limitation in the claim. 

16. Claim 1 0 recites the limitation "an end user" in line 8. Examiner is unsure if this 
"an end user" is a new element or depending of the content... introduced in lines 2-3 of 
claim 1 . Thus, there is insufficient antecedent basis for this limitation in the claim. 

17. Claim 1 0 recites the limitation "an end user device" in line 8. Examiner is unsure 
if this "an end user" is a new element or depending of the content... introduced in lines 2 
of claim 1 . Thus, there is insufficient antecedent basis for this limitation in the claim. 
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1 8. Claim 1 0 recite the term "can" within the claim limitations as in ". . . preview 
content can be presented...". The use of "can" make the claims vague and indefinite 
since just because the preview content can be presented does not necessary means it 
will be presented, if at all. 

19. Claim 1 1 recites the limitation "the preview means" in lines 3. There is 
insufficient antecedent basis for this limitation in the claim. 

20. Claim 1 1 recites the limitation "by user" in line 3-4. Examiner is unsure if this "an 
end user" is a new element or depending of the content... introduced in lines 1 of claim 
1. Thus, there is insufficient antecedent basis for this limitation in the claim. 

21 . Claim 12 recites the limitation "the preview means" in lines 2. There is 
insufficient antecedent basis for this limitation in the claim. 

22. Claim 1 3 recites the limitation "the size of a screen that is used for preview 
purposes" in lines 2-3. There is insufficient antecedent basis for this limitation in the 
claim. 

Claim Rejections - 35 USC § 102 

23. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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24. Claims 1-4, and 7-13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gardner (US PGPub 2002/0156813. filed 3/28/2002). 

As per independent claim 1 , Gardner discloses a method for: 

• Editing by a user of content to be represented via an end-user device to an 
end-user (Paragraph 0013; 0036: Discloses the user has the ability to edit the 
source document). 

• Using a translation function that translates content into production content 
which translation function makes use of characteristics of an end-user device 
type, (Paragraph 0017, 0030, 0060: Discloses the source document being 
transformed into another content markup language document such as WML 
or HTML for different user devices such as WAP telephones or internet 
browsers.) 

• resulting in production content that Is suitable for being presented via an end- 
user device of said type.(Paragraph 0060) 

As dependent claims 2 and 3, Gardner discloses that the characteristics of an 
end-user device type are represented by parameters that are available to the translation 
function and the characteristics of an end-user device type are hardware related 
characteristics. (Paragraph 0028, 0031 : Discloses the transformation is to be performed 
by the transform modules. Thus, manufacturers of the devices for which the modules 
generate an output that may produce the transform module that contain parameters of 
the device for transfonning the source document for that a device. Thus, its inherent a 



Application/Control Number: 10/560,952 Page 9 

Art Unit: 2178 

user downloading the transform module for a device by the device's manufacturer will 
include the hardware related characteristics (parameters) since the manufacturers 
developed, made, and manufactured the device and knows what the device is capable 
of handling. ) 

As per dependent claim 4, Gardner discloses the characteristics of an end-user 
device type are software related characteristics. (Paragraph 0032: discloses software 
module modules or drivers may be needed) 

As per dependent claim 7, Gardner discloses the characteristics of an end-user 
device type relate to the screen comprised by the end-user device. (Paragraph 0005 
discloses instructions provided to the rendered contain information about the content is 
arranged on a computer screen and smaller displays. Thus, FIG 6 and 7 discloses how 
the transfonned document would appear on the screen of a WAP enabled telephone 
and Paragraph 0055 discloses the simulation how the content would appear on the 
screen when displayed on a target device.) 

As per dependent claims 8 and 9, Gardner discloses the content is XML and the 
translation function uses XSL style sheets (Paragraph 0030-0031) 

As per dependent claim 10, Gardner discloses the output of translation function 
is processed for preview purposes by a processing function that makes use of 
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characteristics of an end-user device type resulting in preview content that can be 
presented to the user and which preview content is representative for the production 
content as would be presented to an end-user via an end-user device of said type. 
(Paragraph 0013, 0055, FIG 6. 7) 

As per dependent claim 1 1 , Gardner discloses whereby the processing function 
also makes use of characteristics of the preview means that are used by user. 
((Paragraph 0013, 0055, FIG 6, 7: Discloses user ability to preview how the document 
will appear on the user device in a simulation) 

As per dependent claim 12 and 13, Claims 12 and 13 recites similar limitations 
as in Claims 2, 3, 7 and are similarly rejected under rationale. Furthermore, Gardner 
disclose how a document would appear on the screen of a WAP telephone. (FIG 6,7; 
Paragraph 0055, 0057, 0060) Therefore, transforming a document to appear to be 
displayed on a WAP telephone is incorporating the screen size (hardware 
characteristic) of the user device and the preview ability of how it will appear on the user 
device. 

Claim Rejections • 35 USC § 103 
25. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

26. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gardner 
(US PGPub 2002/0156813, filed 3/28/2002). 

As per dependent claim 5, Gardner fails to specifically disclose the 
characteristics of an end-user device type are firmware related characteristics. 
However, Gardner discloses manufacturers of the devices for which the modules 
generate an output that may produce the transform module for transforming the source 
document for that a device. (Paragraph 0028) It would have been obvious to one of 
ordinary skill in the art at the time of Applicant's invention that the downloading the 
transfomriing module from manufacturer of the device would include firmware 
characteristics of the device since the manufacturer knows the hardware and software 
capabilities of the device since providing the benefit of providing the correct instructions 
for the device for the device's functionality to function correctly. 

27. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gardner 
(US PGPub 2002/0156813, filed 3/28/2002) in further view of Putz et al (US Patent 
5,210,824, patented 5/11/1993). 

As per dependent claim 6, Gardner fails to specifically discloses characteristics 
of a user group are taken into account by the translation function. However, Putz et al 
discloses user groups may employ specialized rendering programs to custom tailor the 
renderings they retrieve to their requirements. (Column 17, lines 52-54) It would have 
been obvious to one of ordinary skill in the art at the time of Applicant's invention to 
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have modified Gardner's method of developing documents with Putz et al's since it 
would have provided the benefit of producing renderings that are more or less optimized 
to the different environmental conditions under which, or the different output devices 
which, the user wishes to view them. 

Conclusion 

28. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

• Martin et al (US Patent 6078936): Discloses how a source document would 
be displayed on another device. 

• Battle (US PGPub 2003011 0442): Discloses how a source document would 
be displayed on another device. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David Faber whose telephone number is 571-272-2751. 
The examiner can normally be reached on M-F from 8am to 430pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong, can be reached on 571-272-4124. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Infomfiation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 



Application/Control Number: 10/560,952 



Page 13 



Art Unit: 2178 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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